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DETAILED ACTION 

Pending Claims 
Claims 1-12 are pending. 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 2, 4, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Feinberg (US Pat. No. 3,71 1,390). 

Regarding claims L 2. 4. 7, and & Feinberg discloses: (1) a cationically polymerizable 
composition (column 2, lines 23-43), comprising at least a cationically polymerizable compound 
(column 2, lines 23-43), a cationic-polymerization initiator (column 2, lines 23-43), and a 
nitrogen-containing alicyclic compound (column 2, lines 23-43; column 8, lines 34-55); (2) 
wherein said cationically polymerizable compound comprises at least an alicyclic epoxy 
compound and an oxetane compound (column 3, lines 17-39); (4) wherein said nitrogen- 
containing alicyclic compound comprises two or more amine nitrogen atoms as constituent 
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elements of one ring thereof (column 8, lines 34-55); (7) wherein said nitrogen-containing 
alicyclic compound is present in an amount of from 0.001 to 1% by weight of the total amount of 
said composition (column 10, lines 32-50); and (8) wherein said composition is of activation 
energy beam-curable type (column 9, lines 29-42). 

4. Claims 1, 2, 4, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Feinberg (US Pat. No. 3,817,850). 

Regarding claims L 2. 4. 7, and 8 . Feinberg discloses: (1) a cationically polymerizable 
composition (column 2, lines 26-50), comprising at least a cationically polymerizable compound 
(column 2, lines 26-50), a cationic-polymerization initiator (column 2, lines 26-50), and a 
nitrogen-containing alicyclic compound (column 2, lines 26-50; column 9, lines 23-45); (2) 
wherein said cationically polymerizable compound comprises at least an alicyclic epoxy 
compound and an oxetane compound (column 3, lines 25-46); (4) wherein said nitrogen- 
containing alicyclic compound comprises two or more amine nitrogen atoms as constituent 
elements of one ring thereof (column 9, lines 23-45); (7) wherein said nitrogen-containing 
alicyclic compound is present in an amount of from 0.001 to 1% by weight of the total amount of 
said composition (column 11, lines 20-39); and (8) wherein said composition is of activation 
energy beam-curable type (column 10, lines 18-31). 

5. Claims 1, 2, 4, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schlesinger (US Pat. No. 3,835,003). 
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Regarding claims 1. 2. 4. 7. and 8, Schlesinger discloses: (1) a cationically polymerizable 
composition (column 2, lines 39-50), comprising at least a cationically polymerizable compound 
(column 2, lines 39-50), a cationic-polymerization initiator (column 2, lines 39-50), and a 
nitrogen-containing alicyclic compound (column 8, line 70 through column 9, line 17); (2) 
wherein said cationically polymerizable compound comprises at least an alicyclic epoxy 
compound and an oxetane compound (column 2, lines 39-50); (4) wherein said nitrogen- 
containing alicyclic compound comprises two or more amine nitrogen atoms as constituent 
elements of one ring thereof (column 8, line 70 through column 9, line 17); (7) wherein said 
nitrogen-containing alicyclic compound is present in an amount of from 0.001 to 1% by weight 
of the total amount of said composition (column 8, line 70 through column 9, line 17); and (8) 
wherein said composition is of activation energy beam-curable type (column 7, line 72 through 
column 8, line 23). 

6. Claims 1-3, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schlesinger (US Pat. No. 3,951,769). 

Regarding claims 1-3. 7, and & Schlesinger discloses: (1) a cationically polymerizable 
composition (column 2, lines 5-27), comprising at least a cationically polymerizable compound 
(column 2, lines 5-27), a cationic-polymerization initiator (column 2, lines 5-27), and a nitrogen- 
containing alicyclic compound (column 2, lines 5-27; column 5, line 45 through column 7, line 
38); (2) wherein said cationically polymerizable compound comprises at least an alicyclic epoxy 
compound and an oxetane compound (column 2, lines 30-57); (3) wherein said nitrogen- 
containing alicyclic compound comprises a secondary amine nitrogen atom as a constituent 



Application/Control Number: 10/826,336 Page 5 

Art Unit: 1712 

element of its ring (column 5, line 45 through column 7, line 38); (7) wherein said nitrogen- 
containing alicyclic compound is present in an amount of from 0.001 to 1% by weight of the 
total amount of said composition (column 9, lines 8-15 and 41-59); and (8) wherein said 
composition is of activation energy beam-curable type (column 8, lines 25-37). 

7. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Baumann et al. 
(US Pat. No. 5,296,567). 

Regarding claims 1-8 . Baumann et al. disclose: (1) a cationically polymerizable 
composition (column 3, lines 4-32), comprising at least a cationically polymerizable compound 
(column 3, lines 4-32), a cationic-polymerization initiator (column 3, lines 4-32), and a nitrogen- 
containing alicyclic compound (column 3, lines 4-32; column 3, line 61 through column 4, line 
5); (2) wherein said cationically polymerizable compound comprises at least an alicyclic epoxy 
compound and an oxetane compound (column 6, lines 19-50); (3) wherein said nitrogen- 
containing alicyclic compound comprises a secondary amine nitrogen atom as a constituent 
element of its ring (column 3, line 61 through column 4, line 5); (4) wherein said nitrogen- 
containing alicyclic compound comprises two or more amine nitrogen atoms as constituent 
elements of one ring thereof (column 3, line 61 through column 4, line 5); (5) wherein said 
nitrogen-containing compound comprises two or more secondary amine nitrogen atoms as 
constituent elements of one ring thereof (column 3, line 61 through column 4, line 5); (6) 
wherein said nitrogen-containing alicyclic compound is selected from the group consisting of 
pyrazolidine, piperazine, homopiperazine and derivatives thereof (column 3, line 61 through 
column 4, line 5); (7) wherein said nitrogen-containing alicyclic compound is present in an 
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amount of from 0.001 to 1% by weight of the total amount of said composition (column 5, lines 
53-68); and (8) wherein said composition is of activation energy beam-curable type (column 3, 
lines 4-32: inherent characteristic), 

8. Claims 1 and 3-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Morijiri et 
al. (US Pat. No. 6,204,311). 

Regarding claims 1 and Morijiri et al. disclose: (1) a cationically polymerizable 
composition (column 2, lines 10-48; column 6, lines 18-21 and 53-58), comprising at least a 
cationically polymerizable compound (column 2, lines 10-48; column 6, lines 18-21 and 53-58), 
a cationic-polymerization initiator (column 2, lines 10-48; column 6, lines 18-21 and 53-58), and 
a nitrogen-containing alicyclic compound (column 2, lines 10-48; column 6, lines 18-21 and 53- 
58); (3) wherein said nitrogen-containing alicyclic compound comprises a secondary amine 
nitrogen atom as a constituent element of its ring (column 8, lines 24-54; column 9, lines 45-49); 

(4) wherein said nitrogen-containing alicyclic compound comprises two or more amine nitrogen . 
atoms as constituent elements of one ring thereof (column 8, lines 24-54; column 9, lines 45-49); 

(5) wherein said nitrogen-containing compound comprises two or more secondary amine 
nitrogen atoms as constituent elements of one ring thereof (column 8, lines 24-54; column 9, 
lines 45-49); (6) wherein said nitrogen-containing alicyclic compound is selected from the group 
consisting of pyrazolidine, piperazine, homopiperazine and derivatives thereof (column 8, lines 
24-54; column 9, lines 45-49); (7) wherein said nitrogen-containing alicyclic compound is 
present in an amount of from 0.001 to 1% by weight of the total amount of said composition 
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(column 8, lines 24-54; column 9, lines 45-49); and (8) wherein said composition is of activation 
energy beam-curable type (column 6, lines 18-21 and 53-58: inherent characteristic). 

Claim Rejections - 35 USC § 102/103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 9-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over any of the following references: Feinberg (US Pat. No. 
3,711,390); Feinberg (US Pat. No. 3,817,850); Schlesinger (US Pat. No. 3,835,003); Schlesinger 
(US Pat. No. 3,951,769); and Baumann et al. (US Pat. No. 5,296,567). 

Rezardinz claims 9-12. the teachings of the above-mentioned references are as set forth 
above and incorporated herein. All of the above-mentioned references include a colorant: 
Feinberg (US Pat. No. 3,711,390) see column 11, lines 18-21; Feinberg (US Pat. No. 3,817,850) 
see column 12, lines 5-8; Schlesinger (US Pat. No. 3,835,003) see column 8, lines 62-65; 
Schlesinger (US Pat. No. 3,951,769) see column 10, lines 30-33; and Baumann et al. (US Pat. 
No. 5,296,567) see column 9, lines 38-41. The prior art references satisfy all of the material and 
chemical limitations set forth in claims 9-12; however none of these references explicitly 
disclose an ink. 

In light of this, it has been found that, "Products of identical chemical composition can 
not have mutually exclusive properties." A chemical composition and its properties are 
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inseparable. Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present - In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990). Please refer to MPEP 2 112.0 L 

Therefore, it appears that the ink limitations set forth in claims 9-12 would have been 
inherently satisfied by the above-mentioned prior art references because the prior art references 
satisfy all of the material and chemical limitations set forth in the claims. 
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Communication 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086, The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Michael J. Feely 
Primary Examiner 
Art Unit 1712 



September 25, 2006 



MICHAEL FEEIY 
PRIMARY EXAMINER 



